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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

2. Claims 27-33 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 27, 29 and 33 appear to be directed non-functional descriptive 
material since they amount to claims to an information (request) message 
including an "information block" and under one interpretation, having a "data 
field" "for" either "a number" indicating how many ...." (claims 27, 29) or 
"indicating" that a network entity may select ..." (33). This is no more than "a 
mere arrangement of data" lacking any positively recited functionality since the 
function of "indicating" relates to the data field not definitively tied to any data 
claimed as located in the data field. Therefore there is no posifively recited data 
functionality of "indicating" as claimed. 

Claim 28 amounts to merely "functional descriptive" since, since it 
positively contains the claimed function of the information block being "a core- 
network identifying portion". Claim 28 may be made statutory if a "computer- - - 
readable medium" or equivalent acceptable language were claimed. 

Claim 30-32, amounts to "functional descriptive material" since they 
recite a message with an information block that includes "a pointer to a location 
where identities ... may be obtained" with respect to claims 30 and 31, and a 
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message with an information block positively reciting functionality as including a 
pseudo network identity "identifying" multiple core networks sharing a common 
access network with respect to claim 32. Claims 30-32 maybe corrected by 
placing the overall message on a "computer-readable medium" or equivalent 
acceptable language. 

Claims 27-33 are not being treated on the merits 

Claim Rejections - 35 USC §112 

3. Claims 27-33 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. 

The claim(s) contains subject matter, which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. 

It is not clear and adequately disclosed what constitute the functionalities 
of the claimed "communications message", "communication system message", 
and "network connection request message". 

4. Claims 27-33 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The recitation of the claimed "communications message", "communication 
system message", and "network connection request message" makes the 
claims indefinite as it is not clear what constitute the invention as claimed. 
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Claim Objections 

5. Claims 5, 6 and 19 are objected to because of the following infomnalities: 

The recitation of the of the limitation "information about multiple core 
networks indicating how many multiple core networks share the common access 
network" in claim 5. fails to recite any positive functional step "for the method of 
claim 1". 

The recitation of "the information about the multiple core networks sharing 
the common access network includes a number corresponding to the number of 
multiple core networks sharing the common access network" and "each of the 
multiple core networks associated with a corresponding number within range 
specified by the number of multiple core networks sharing the common access 
network:", in claim 6, fails to recite any positive functional step. 

In claim 7, the recitation of "at least some of the multiple core networks 
sharing the common access network having corresponding different core network 
identities" do not show any positive functional step with respect to the method of 
claim 1. 

Regarding claim 19, it appears "access networks" on line 9 of claim 19 
should be changed to "access network" to correct an apparent typographical 
error. 

Appropriate corrections are required. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale In this country, more than one year prior to the date of application for patent in 
the United States. 

7. Claims 1-5, 8-10, 14, 15, 25, 36, 37 and 38 are rejected under 35 
U.S.C. 102(b) as being anticipated by Van Den Heuvel et al. (6,223,030), 
(hereinafter 'Heuvel'). 

Regarding claims 1 and 14, Heuvel discloses a method in a 
communication device (20), the method comprising: receiving network system 
information, the network system information including information about multiple 
core networks sharing a common access network (common communication 
system 19), without identifying the multiple core networks (common system 
sending a list of systems available for use in network 10, col. 2, lines 50-58), • 
attempting to connect to a core network based on the information about multiple 
core networks sharing the common access network (subscriber unit determining 
which system it desires to utilize and receiving an enabling program for the 
selected communication system, see col. 2, lines 59-65). 

Regarding claims 2 and 15, Heuvel further discloses automatically 
selecting the core network to which the communication device attempts to 
connect among the multiple core networks sharing the access network 
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(transmitting of enabling program by common communication system depending 
on system selected by subscriber unit, see col. 3, lines 12-39). 

Regarding claim 4, Heuvel further discloses attempting to connect to the 
core network identified by a network entity (subscriber unit configures itself to 
operate on the selected communication system, see col. 3, lines65-67). 

Regarding claim 5, Heuvel further discloses (as best understood by 
examiner), providing information about the multiple core networks indicating how 
many multiple core networks share the common access network (common 
system sending a list of systems available for use in network 10, col. 2, lines 50- 
58), selecting the core network to which the communication device attempts to 
connect by selecting one of the multiple core networks without knowing the 
identities of the multiple core networks (subscriber unit determining which system 
it desires to utilize and receiving an enabling program for the selected 
communication system, see col. 2, lines 59-65, col. 3, lines 12-39). 

Regarding claim 8, Heuvel teaches testing the compatibility of a 
selected system prior to the subscriber being able to access the selected 
system (see col. 4, lines 7-10) and receiving identities for at least some of the 
multiple core networks sharing the common access network (see col. 4, lines 25- 
30). Heuvel teaches the subscriber unit being able to access the selected 
communication only when the test is satisfactory, it is inherent that a connection 
attempt would be rejected upon an unsatisfactory compliance test., which meets 
receiving a connection rejection from the core network to which the 
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communication device attempts to connect, and receiving identities for at least 
some of the multiple core networks sharing the common access network. 

Regarding claim 9. Heuvel inherently teaches receiving the identity of 
the core network to which the communication device attempts to connect (see 
col. 4, lines 10-11). 

Regarding claim 10, Heuvel further discloses attempting to connect 
to the core network based on a selection of the core network made at one of 
the communication device and a network entity (see col. 2, lines 59-65). 

Regarding claim 25, Heuvel discloses a method in a communication 
device, the method comprising: receiving information about multiple core 
networks sharing a common access network common communication system 
19), without identifying the multiple core networks (common system sending a list 
of systems available for use in network 10, col. 2, lines 50-58), the information 
including at least one of identities of at least some of the multiple core networks 
sharing the common core network, core network domain information, information 
on services supported by at least some of the core multiple networks sharing the 
common access network (Common communication system also providing a list 
of requirements of a particular communication system such as display 
capabilities, power, frequency band, modulation scheme, etc., see col. 3, lines 
20-27), and selecting a core network to which the communication device the 
communication device attempts to connect using the information received 
(subscriber unit determining which system it desires to utilize and receiving an 
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enabling program for the selected communication system, see col. 2, lines 59-65, 
col. 3. lines 12-39). 

Regarding claim 36, Heuvel discloses a method in a communication 
network entity, comprising: receiving a communication device entity fro ma 
communication device (Inherent feature of subscriber unit making a request to 
common communication system after determining which system it desires to use, 
see col. 2, lines 59-61) and selecting a core network from multiple core networks 
sharing a common access network for the communication device based on the 
communication device identity (reception of enabling program for the selected 
communication system and opening of channel with the selected system, see 
col. 2, lines 61-65). 

Regarding claim 37, Heuvel further discloses inherently receiving the 
communication device identity from the communication device in response to the 
network entity requesting the communication device identity (see steps 36-38 of 
Fig. 2). 

Regarding claim 38, Heuvel further discloses inherently receiving a 
connection request from the communication device, requesting the 
communication device identity in response to receiving the connection request 
from the communication device (steps 32-42). 
8. Claims 34 and 35 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Korpela (5,946,634). 

Regarding claim 34, Korpela discloses a method in a communications 
network entity (radio access station, 20b) the method comprising: receiving 



Application/Control Number: 10/680.522 Page 9 

Art Unit: 2686 

preferred core network information from a communication device (see col. 6, 
lines 38-43), selecting a core network for the communication device (see col. 6, 
lines 43-46), and giving consideration to the preferred core network information 
received from the communication device when selecting the core network for the 
communication device (see col. 6, lines 52-56). 

Regarding claim 35, Korpela further discloses receiving the at least one 
preferred core network from a communication device in a connection request 
from the communication device (mobile selecting the best available protocol for 
initiating a required session, see col. 7, lines 35-52). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

10. Claims 3and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Van Den Heuvel (6,223,030). 

Regarding claim 3, Heuvel further presenting the multiple networks for 
selection at the communication device (see receiving an indication of available 
communication systems for manual selection (subscriber being able to 
determine which system it desires to utilize from the list of systems provided by 
common communication system, see col. 2, lines 50-57), including information 
on systems within the coverage area of he common communication system (see 
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col. 3, lines 12-19), but fails to explicitly teach changing the order of presentation 
of the multiple core networks. 

However, since the subscriber unit selects a communication system by 
verifying compliance with the requirements of the particular system (see coL 3, 
lines 20-27), and since the list provided to the subscriber may also include types 
of features available and system costs (see col. 2, lines 56-58), it would have 
been obvious to one of ordinary skill in the art to present the multiple core 
networks in any desired order such as preferred networks are given priority in 
the presentation order to facilitate appropriate selection of a desired network 
without unduly using communication resources and also ensures the least cost 
to subscribers. 

Regarding claim 26, Heuvel teaches testing the compatibility of a 
selected system prior to the subscriber being able to access the selected 
system (see col. 4, lines 7-10), and receiving identities for at least some of the 
multiple core networks sharing the common access network (see col. 4, lines 25- 
30), but fails to teach receiving. Heuvel teaches the subscriber unit being able 
to access the selected communication only when the test is satisfactory, but fails 
to teach receiving the information in response to an unsuccessful core network 
connection attempt. 

However, since Heuvel teaches access being granted when the test is 
satisfactory, it would have been obvious to one of ordinary skill in the art to 
ensure the capability of receiving additional information when a connection 
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attempt is unsuccessful in order to allow subscriber the option of selecting a new 
network to connect to as desired. 

11. ^ Claims 6. 7, 12, 13. and 16 are rejected under 35 U.S.C, 103(a) as being 
unpatentable over Van Den Heuvel et al as applied to claims 1 and 25 above, 
and further in view of Barber et al. (5,442,806). 

Regarding claims 6 and 7, Heuvel further discloses the reception of 
information about the multiple core networks sharing the common access 
network through the list of systems available (see col. 2, lines 54-58), which 
indicates the number of multiple core networks sharing the common access 
network would be known, and attempting to connect to connect to the core 
network includes transmitting information associated with the core network to 
which the communication device attempts to connect (inherent in subscriber unit 
making a request in order to receive an enabling program for the selected 
communication system, see col. 2, lines 59-62), as well as infomnation on the 
individual systems (see col. 4, lines 25-38), but fails to explicitly teach that the 
information include a number associated with a corresponding number of within 
a range specified by the multiple core networks such that the message for 
attempting to connect to the core network includes specifying the number 
associated with the core network, wherein at least some of the multiple core 
networks sharing the common access network have corresponding different 
network identities. 
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Barber discloses a method for selecting a cellular carrier frequency using 
a preferred system identification codes (SIDs), which is made available to a 
subscriber (see Fig. 2-5). 

Since the list of Heuvel contains information on the individual systems and 
the subscriber can make a selection readily it would have been obvious to one 
of ordinary skill to provide any means of identifying the individual systems such 
as including the use of a number specifying each network or system as taught 
by Barber in order to facilitate preferred system selection. 

Regarding claims 12, 13, and 16 Heuvel discloses attempting to connect 
to the core network including sending a connection request, the connection 
request including an identity of the core wireless communications network of the 
wireless communication device (see col. 3, line 65 to col. 4, line 15), and further 
teaches providing additional information that may include system costs (see col. 
2, lines 56-58), but fails to teach wherein the identity of a home core wireless 
communications network or the identities of at least some preferred core wireless 
communications networks. 

Barber discloses a method for selecting a cellular carrier frequency using 
a preferred system identification codes (SIDs), as well information on a home 
network, which is made available to a subscriber (see Fig. 2-5). 

It would therefore have been obvious to one of ordinary skill to 
incorporate Barber's preferred system selection method into Heuvel's system in 
order to allow a user options of selecting systems that include taking cost into 
consideration. 
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12. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Van Den Heuvel et al as applied to claim 1 above, and further in view of 
Korpela (5,946,634). 

Regarding claim 1 1 , Heuvel further teaches providing the network 
system infomiation including infonmation about multiple core networks sharing a 
common access network (common communication system 19), without 
identifying the multiple core networks (common system sending a list of systems 
available for use in network 10, col. 2, lines 50-58), attempting to connect to a 
core network based on the information about multiple core networks sharing the 
common access network (subscriber unit determining which system it desires to 
utilize and receiving an enabling program for the selected communication 
system, see col. 2, lines 59-65). Heuvel, however, fails to explicitly teach 
receiving the network information includes receiving system information in a 
wireless broadcast message. 

Korpela discloses wherein periodically, on a broadcast channel the 
radio access network transmits signals that include network identifying portion 
indicating the identity of each backbone network to which the radio access 
network is connected (see col. 6, lines 15-24 and col. 8, lines 44-49). 

It would therefore have been obvious to one of ordinary skill in the art 
to use Korpela' s system information broadcast feature with Heuvel's 
communication system selection method in order to reduce signaling required for 
the selection of an appropriate network for a desired communication. 
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Regarding claim 19, IHeuvel discloses a method in a communication 
device, the method comprising: receiving first system infomnation from a first 
access network, the first system information Including a first core network identity 
and information on how many core networks share the first access network (see 
col. 2, lines 53-58, col. 3, lines 12-19), and selecting a core network identity 
based on the number of core networks sharing the first access network (col. 2, 
lines 60-62), but fails to disclose specifically receiving second system 
information from a second access network, wherein the second system 
information include a second core network identity. 

Korpela discloses wherein more than one access network can be used 
to provide information for selecting a backbone network (see col. 7, lines 18-34, 
col. 8, lines 35-44). 

It would therefore have been obvious to one of ordinary skill in the art to 
provide multiple access networks each of which is capable of providing different 
system information in order to allow roaming capabilities by connecting to 
different and diverse unrestricted networks as taught by Korpela. 

Allowable Subject Matter 

13. Claim 18 is allowed. 

14. Claims 17, 20-24 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 
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Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Patel (6,795,708) discloses a convergent wireless 
communication system that can interface with existing telecommunication 
systems. 

Wild et al. (5,862,480) discloses a method for managing sen/ice accessibility 
between differing radio telecommunication networks. 

Korpela (6,801 ,786) discloses a communication system where a plurality of core 
networks, possibly incompatible with each other, can be connected to an access 
network. 

Nilsson (6,085,1 10) discloses a method for selecting the connection of a mobile 
unit to different communication arrangements. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Charles Appiah whose telephone number is 
703 305-4772. The examiner can normally be reached on M-F 7:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Marsha Banks-Harold can be reached on 703 305-4379. 
The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more infomnation about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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